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Charles A. Lemaire 
For Appellant 

EXAMINER'S ANSWER 

This is in response to the appeal brief filed 3/17/03. 

(1) Real Party in Interest 
A statement identifying the real party in interest is contained 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 
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(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

The appellant's statement in the brief that certain claims do not stand or fall 
together (each of claims 30-85 stands alone for the purposes of this appeal) is not 
agreed with because appellant does not provide any argument for each of the claims 
30-85. 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 
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Since the rejection under 35 U.S.C 103 has been withdrawn, there are no 
prior art applicable here. 

(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
A. Claims 30-85 are rejected under 35 U.S.C. 251 as being an improper 
recapture of broadened claimed subject matter surrendered in the application for the 
patent upon which the present reissue is based. See Hester Industries, Inc. v. Stein, 
Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 
45 USPQ2d 1161 (Fed. Cir: 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 
221 USPQ 289, 295 (Fed. Cir. 1984). 

a. Regarding claims 30, 42, 56, 60, and 72, a broadening aspect is present in the 
reissue which was not present in the application for patent. The record of the 
application for the patent shows that the broadening aspect (in the reissue) relates to 
subject matter that applicant previously surrendered during the prosecution of the 
application. Accordingly, the narrow scope of the claims in the patent was not an error 
within the meaning of 35 U.S.C. 251, and the broader scope surrendered in the 
application for the patent cannot be recaptured by the filing of the present reissue 
application. 

In the original application (08/593,095), applicants* amendment filed on 11/18/96 
inserted the limitations "at a substantially constant velocity", "which are 
substantially uniformly spaced", and "maintaining the at least one projector and the 
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detector in a substantially fixed relation to each other" into claims 1 and 14 to 
overcome the rejection. In the remarks, applicant stated that these limitations are 
distinct from the prior art. However, in the present reissue application, these limitations 
are omitted in the new independent claims 30, 42, 56, 60, and 72. Thus, these claims 
constitute improper recapture of broadened claimed subject matter surrendered in the 
application for the patent upon which the present reissue is based even though it may 
be narrower in other respects. 

b. Claims 31-41, 43-55, 57-59, 61-71 and 73-85 are dependent claims; therefore, 
inherit the deficiencies of the claims on which they depend. 

Claim Rejections - 35 USC § 103 

The rejection under 35 U.S.C 103 has been withdrawn. 

(11) Response to Argument 

5. Appellant's arguments in the appeal brief filed 5/6/02 have been fully considered 
but they are not persuasive. 

a. With respect to the rejection of claims 30, 42, 56, 60, and 72 under 35 U.S.C 
251 as being an improper broadening of claimed subject matter surrendered in the 
application for the patent upon which the present reissue application is based, appellant 
argues that the reissue claims 30, 42, 56, 60, and 72 do not recapture the original 
claims before being amended (i.e., the cancelled claims). Appellant alleged procedure 
to support appellant's position (i.e., In re Clement, 131 F.3d 1464, 45 USPQ2d 1161 
(Fed.Cir. 1997), Ball Corp. v United State, 729 F.2d 1429, 1436, 221 U.S.P.Q 289, 295 
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(Fed. Cir. 1989), etc....)- A case that is closer to the facts in the present application is 
Pannu v. Storz Instruments, 59 USPQ2d 1597 (CA FC 2001 ) 1 . 

Application of the recapture rule is a three-step process as set forth on pages 5 
of 6 of the attachment. There is no question that the new issue claims are broader than 
the patent claims due to the elimination of 1) the relative movement being "at a 
substantially constant velocity" and 2) the detectors elements being "substantially 
uniformly spaced" limitations that are present in the claims. There is also no question 
that the broader aspects of the new issue claims are related to surrendered subject 
matter. The only remaining issue is whether the new reissue claims are materially 
narrowed in other respects to avoid the recapture rule (i.e., the third step in the 
three-step process). Pannu indicates that to avoid the recapture rule the reissue claims 
are required to be narrowed in a material respect compared with their broadening. 

It is manifest that the reissue claims were not narrowed in any material respect 
compared with their broadening, which relates to the velocity of the relative movement 
and the spacing of the detector elements. The narrowing aspects in all newly presented 
claims in the present reissue application concern the number of detector elements, as 
well as the respective phases in reissue claim 30, and the respective intensities in 
reissue claims 56, 60 and 72. 



1 Copy of Pannu is attached 
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In view of the foregoing, it is believed that appellant has not cogently 
demonstrated any error within the meaning of 35 U.S.C 251. 
For the above reasons, it is believed that the rejections should be sustained. 



HP 

6/26/2003 

Conferees (2/4/2003) 

Frank G. Font, SPE Art Unit 2877 
Olik chaudhuri, SPE Art Unit 2854^^ 
Edward Westin, SPRE ^szJ 
Hoa Q. Pham, Primary Examiner tff> 
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FULL TEXT OF CASES (USPQ2D) 

All Other Cases 

Pannu v. Storz Instruments Inc., 59 USPQ2d 1597 (CA FC 2001) 




Headnotes 

PATENTS 

QJ Practice and procedure in Patent and Trademark Office —Reissue — Broader claims 
sought (6110.1313) 

PatentabUity/Validity — Construction of claims (S115.03) 

Patent construction — Prosecution history estoppel (S125.09) 

Plaintiffs reissue claim for intraocular lens is invalid on ground of improper recapture of subject matter 
surrendered during prosecution to avoid prior art rejections, since reissue claim eliminated limitation on 
shape of "haptics" element of lens, and thus is broader than corresponding claim of original patent, since 
this broadened aspect of claim relates to surrendered subject matter, in that shape of haptics was same 
subject matter that was surrendered during prosecution of original application, and since recapture was 
not avoided by addition, on reissue, of limitations on haptics 1 dimensions and positioning, which do not 
narrow claim in manner directly pertinent to specific aspect that was narrowed during prosecution, 
namely, shape of haptics. 

Particular Patents 
Particular patents — General and mechanical — Intraocular lens 
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Case History and Disposition 

Appeal from the U.S. District Court for the Southern District of Florida, Dimitrouleas, J. 




Related decision: 47 USPQ2d 1657 . 
Attorneys: 

Michael C. Cesarano, of Senterfitt & Eidson, Miami, Fla., for plaintiffs-appellants. 

Edward W. Remus and Jonathan R. Sick, of McAndrews, Held & Malloy, Chicago, 111.; Craig E. Larson, 
of Bausch & Lomb Inc., Rochester, N.Y.; Rita D. Vacca, of Bausch & Lomb Surgical Inc., St. Louis, 
Mo., for defendant-appellee. 

Judge: 

Before Mayer, chief judge, Friedman, senior circuit judge, and Rader, circuit judge. 

Opinion Text 

Opinion By: 

Mayer, C.J. 




Independent claim 1 of the '953 application reads as follows: 



A posterior chamber intraocular lens comprising: 
a lens having a width and a thickness; 
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a retention loop including a fl^^e strand having a width and a thickne^^d such strand is joined at 
one end to the lens and has an opposite free end; 
.and a snag resistant disc joined to the flexible strand's free end; 

said snag resistant disc having a width which is at least 3 times greater than the thickness of the disc, at 
least 3 times greater than the width of the flexible strand, and at least 1/5 as great as the width of the 
lens for smoothly guiding the free end of the flexible strand across an inner edge of an iris when moving 
said strand into and out of a posterior chamber of an eye; 

said snag resistant disc lying in a plane sufficiently close to a plane of the lens so that both the disc and 

lens can fit into a posterior chamber behind an eye's iris. 
The examiner rejected claims 1-14 as obvious under 35 U.S.C. §103 in light of four prior art references: 
U.S. Patent No. 4,159,546 (Shearing patent), a publication showing the "Lindstrom Centrex" lens, UJS^ 




An intraocular lens comprising: 
a lens body; 



at least two flexible positioning and supporting elements integrally formed with said lens body and 
extending from the periphery of said lens body; 

said elements defining a continuous, substantially circular arc having a diameter greater than the 
diameter of said lens body, said arc curved toward said lens circumference; and 
snag resistant means integrally formed on the free end of said elements for smoothly guiding the lens 
across eye tissue when implanting the lens. 



An intraocular lens comprising: 
a lens body; 

at least two spaced flexible positioning and supporting elements integrally formed with said lens body 
as a one piece construction and extending radially outward from the periphery of said lens body; 
said elements defining a continuous, substantially circular arc having a diameter greater than the 
diameter of said lens body, said arc curved toward said lens circumference and terminating in a free end 
spaced from said periphery; and 

snag resistant means integrally formed on the free end of said elements for smoothly guiding and 
positioning the lens across contacted eye tissue when implanting the lens, 

said snag resistant means having an uninterrupted continuously smoothly curved outer periphery which 
merges with said free end and is substantially greater in size than the width of said flexible elements. 
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said snag resistant means having an uninterrupted, continuously smoothly curved outer periphery which 
merges with said free end and is [substantially] at least three times greater in [size] width than the 
width of said flexible elements, said snag resistant elements and said positioning and supporting 
elements being substantially coplanar. The '855 patent reissued as U.S. Patent No. Re 32,525 ('525 
reissue). m . _ _ , ^ w 




Discussion 



"We review a district court's grant of summary judgment de novo." Vanmoor v. Wal-Mart Stores, Inc., 
201 F.3d 1363, 1365, 53 USPQ2d 1377. 1378 (Fed. Cir. 2000). Determining whether the claims of a 
reissued patent violate 35 U.S.C. §251 is a question of law, which we review de novo. In re Clement, 131 
F.3d 1464, 1468, 45 USPQ2d 1161. 1163( Fed. Cir. 1997); Mentor Corp. v. Coloplast, Inc., 998 F.2d 
992, 995, 27 USPQ2d 1521. 1524 (Fed. Cir. 1993). This legal conclusion can involve underlying findings 
of feet, which are reviewed for substantial evidence. Hester Indus., Inc. v. Stein, Inc., 142 F.3d 1472, 
1479, 46USPQ2d 1641. 1647( Fed. Cir. 1998); Mentor, 998 F.2d at 994, 27 USPQ2d at 1524 (citing 
Ball Corp. v. United States, 729F.2d 1429, 1439, 221 USPO 289. 297 (Fed. Cir. 1984)). However, 
summary judgment is appropriate only when there is no genuine issue as to any material fact and the 
moving party is entitled to judgment as a matter of law. Vanmoor, 201 F.3d at 1365, 53 USPQ2d at 
1378. 

Page 1600 

The underlying facts in this case are taken directly from the prosecution file histories and the claims of the 
•855 patent and the '525 reissue, and are not disputed. See Hester, 142 F.3d at 1484, 46 USPQ2d at 
1651. Claim construction is a purely legal question, Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 
1456, 46USPQ2d 1169. 1174( Fed. Cir. 1998) (en banc), and therefore, comparison of the claims of the 
'855 patent and the '525 reissue is a purely legal question appropriate for summary judgment, Westvaco 
Corp. v. Int'l Paper Co., 991 F.2d 735, 741, 26USPQ2d 1353. 1358 (Fed. Cir. 1993) ("A determination 
of whether the scope of a reissue claim is identical with the scope of the original claim is a question of 
law, which we review de novo."). 
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The recapture rule "prevents af^ntee from regaining through reissue tH^pbject matter that he 
surrendered in an effort to obtain allowance of the original claims." Clement, 131 F.3d at 1468, 45 
USPQ2d at 1 164. Reis sued cl aims that are broad er than the original paten t's clai ms in a manner direct ly • 
pertinent to the subje ct matte r^urr^ prosecution are impermissible. Id (quoting Mentor, 

998 F.2d at 996, 27 USPQ2d at 1525). Applfcafion oF the recapture Trule Is Tathree-step process. The first 
step is to "determine whether and in what "aspect' the reissue claims are broader than the patent claims." 
Id "The second step is to determine whether the broader aspects of the reissued claim related to 
surrendered subject matter." Id Finally, the court mus t determine whether the reissu ed riaims were 
materially narrowed in other respects to avoid the r eca pture rule. H ester. 142 F.3d at 1482-83, 46 
USPQ2d at 1649-50; Clement, 131 F.3d at 1470, 45 USPQ2d at 1165. 



[i] With respect to the shape of the haptics, claim 1 of the '525 reissue is broader than claim 1 of the 
original *855 patent. Claim 1 of the '855 patent limited the haptics to "a continuous, substantially circular 
arc having a diameter greater than the diameter of said lens body, said arc curved toward said lens 
circumference." Claim 1 of the '525 reissue eliminated this limitation on the shape of the haptics. "A 
reissue claim that does not include a limitation present in the original patent claims is broader in that 
respect." Hester, 142 F.3d at 1480, 46 USPQ2d at 1648. In addition, Pannu's reissue oath admitted that 
he unnecessarily narrowed the scope of the claim with respect to the shape of the haptics. He stated that 
"the [haptics] may actually be of any shape as long as the elements terminate in a free end having snag 
resistant means as now recited in claim 1." Correction of Pannu's unnecessary narrowing of claim 1 must 
involve a corresponding broadening of the reissued claim. 
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The "continuous, substantially d^lar arc" limitation related to the shape^he haptics. The narrowing 
aspect of the claim on 

Page 1601 

reissue, however, was not related to the shape of the haptics, but rather the positioning and dimensions of 
the snag resistant means. Therefore, the reissued claimswere not narrowed in any material respect 
c ompared with their broaderiing /Furthermore, "if the patentee is seeking to recover subject matter that 
had been surrendered during the initial prosecution this flexibility of analysis is eliminated, for the 
prosecution history establishes the substantiality of the change and estops its recapture." Anderson v. Int'l 
Eng'g &Mfg., Inc., 160 F.3d 1345, 1349, 48ITSP02d 1631. 1634 (Fed. Cir. 1998); see also Mentor, 998 
F.2d at 996, 27 USPQ2d at 1525 Cffln this case, the reissue claims are broader t h an t he original pateij y 
dMmsJnfr manner directly pertment to M 




Conclusion 

Accordingly, we affirm the judgment of the United States District Court for the Southern District of 
Florida. 

AFFIRMED 
Footnotes 

j_The eye is considered to have two chambers separated by the iris. The anterior chamber lies between the back surface of the 
cornea and front surface of the iris. Attorneys' Dictionary of Medicine and Word Finder A-280 (1995). The posterior chamber is 
the space between the back surface of the iris and the front surface of the crystalline lens. Id. at P-280. 

- End of Case - 
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